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DETAILED ACTION 

1 . This office action is in response to tine amendment filed on May 13, 2008. 
Claims 7, 10, and 16 have been amended. Claims 1-6 and 13-15 have been canceled. 
Claim 19 has been previously added. Therefore, claims 7-12 and 16-19 are presented 
for further examination. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 13, 
2008 has been entered. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 7-1 2 and 1 6-1 9 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Goddard et al., United States Patent Number 6,622,266 (hereinafter 
Goddard), in view of McCarthy, Jr., United States Patent Number 7,031 ,009 (hereinafter 
McCarthy). 

5. With respect to claims 7, 10, and 16, Goddard teaches an image processing 
apparatus [= a plurality of printers and/or other output devices 106, 108, 110, 112, 
and/or 114] connected to a network [= enterprise network 104] and operative to report a 
job progressing condition [= alert condition prompting the alert, see abstract such as 
paper jam, toner low, and output full 216] to a user terminal apparatus [= user unit 116, 
120, and/or 124] requesting a job by the network, said image processing comprising: 

■ a first controller [= printer management utility 204] configured to determine 
if at least one job is completed or interrupted in the image processing apparatus 
[= configuration of alert notification recipients for all possible alert conditions for 
any enterprise printer to be configured utilizing printer, col.3, 11.31 through col.4, 
11.63]; 

■ an electronic mail [= email server 218] transmitting device configured to 
transmit an electronic mail [= email notification alert] including a printer alert 
notification [= notification recipient alert type such as load paper offline, tray 
missing, toner low, paper jam, etc. 216 of fig.2] representing the information 
source, without transmitting the generated thumbnail image data [= all alert 
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notifications email including a display of alert type 216], to a mail address 
assigned to the user terminal apparatus when the job is completed or interrupted; 

a second controller [= email server] configured to allow the user terminal 
apparatus having the mail address to access the information source by a browser 

displayed on the terminal apparatus [= email server 218 forward the alert 
notifications to the appropriate user unit 116, 120, or 124 where the 
corresponding individual is logged in, col.4, 11.39-63]. 

However, Goddard does not explicitly show transmitting an electronic mail 
including a URL representing the information source with a thumbnail image data 
generating device configured to generate thumbnail image data of first page of the job 
and allowing the terminal apparatus to obtain the thumbnail image data, wherein said 
thumbnail image data is stored in an information source provided in the image 
processing apparatus. 

In a related art, McCarthy discloses transmitting an electronic mail including a 
URL representing the information source with a thumbnail image data generating device 
configured to generate thumbnail image data of first page of the job [= the email server 
28 notifies the user's email's client 30 of the available email, col.2, 11.57-59, including the 
document capture system to solicit document metadata from a user, col.1 , 11.32-33, and 
col.2, 11.63-64, wherein the document metadata includes a URL to the first page of the 
scanned document, col.2, 11.38-39] and allowing the terminal apparatus to obtain the 
thumbnail image data [= the user's mail client 30 wishes to view the available email, 
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col. 2, 11.17-67], wherein said tliumbnail image data is stored in an information source 
provided in tlie image processing apparatus [see abstract and col.1, 11.31-59]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify Goddard in view of McCarthy by configuring to 
generate a thumbnail image data of a first page of a job because this feature is 
supported by the repository system for the captured document [McCarthy, col.1 , 11.37- 
38]. It is for this reason that one of ordinary skill in the art at the time of the invention 
would have been motivated in order to remind the user about the particular document 
[McCarthy, col .4, 11.40]. 

6. With respect to claims 8,11, and 1 7, Goddard further teaches wherein the mail 
address is associated with a user code representing a user [fig. 2]. 

However, Goddard does not explicitly show wherein the image processing 
apparatus is operable when the user code is input and authenticated. 

In a related art, McCarthy suggests wherein the image processing apparatus is 
operable when the user code is input and authenticated [i.e. a user 10 logs in and 
selects, enters or is associated with basic capture parameter, col.2, 11.16 through col.4, 
11.47]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify Goddard in view of McCarthy by operating 
when the user code is input and authenticated because this feature is supported by the 
repository system for the captured document [McCarthy, col.1 , 11.37-38]. It is for this 
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reason that one of ordinary skill in the art at the time of the invention would have been 
motivated in order to remind the user about the particular document [McCarthy, col. 4, 
11.40]. 

7. With respect to claims 9, 12, 18, and 19, Goddard does not explicitly show 
wherein the user code is authenticated by accessing a user code table listing users 
permitted to request the job. 

In a related art, McCarthy suggests wherein the user code is authenticated by 
accessing a user code table listing users permitted to request the job [col.2, 11.16 
through col.4, 11.47]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify Goddard in view of McCarthy by accessing a 
user code table listing users permitted to request the job because this feature is 
supported by the repository system for the captured document [McCarthy, col.1 , 11.37- 
38]. It is for this reason that one of ordinary skill in the art at the time of the invention 
would have been motivated in order to remind the user about the particular document 
[McCarthy, col.4, 11.40]. 

Response to Arguments 

8. Applicant's arguments filed May 1 3, 2008 have been fully considered but they are 
not persuasive because of the following: Goddard teaches an image processing 
apparatus [= a plurality of printers and/or other output devices 106, 108, 110, 112, 



Application/Control Number: 10/692,745 Page 7 

Art Unit: 2151 

and/or 114] connected to a network [= enterprise networl< 104] and operative to report a 
job progressing condition [= alert condition prompting the alert, see abstract such as 
paper jam, toner low, and output full 216] to a user terminal apparatus [= user unit 116, 
120, and/or 124] requesting a job by the network, said image processing comprising: a 
first controller [= printer management utility 204] configured to determine if at least one 
job is completed or interrupted in the image processing apparatus [= configuration of 
alert notification recipients for all possible alert conditions for any enterprise printer to be 
configured utilizing printer, col.3, 11.31 through col.4, 11.63]; an electronic mail [= email 
server 218] transmitting device configured to transmit an electronic mail [= email 
notification alert] including a printer alert notification [= notification recipient alert type 
such as load paper offline, tray missing, toner low, paper jam, etc. 216 of fig.2] 
representing the information source, without transmitting the generated thumbnail image 
data [= all alert notifications email including a display of alert type 216], to a mail 
address assigned to the user terminal apparatus when the job is completed or 
interrupted; a second controller [= email server] configured to allow the user terminal 
apparatus having the mail address to access the information source by a browser 
displayed on the terminal apparatus [= email server 218 forward the alert notifications to 
the appropriate user unit 116, 120, or 124 where the corresponding individual is logged 
in, col.4, 11.39-63]. However, Goddard does not explicitly show transmitting an electronic 
mail including a URL representing the information source with a thumbnail image data 
generating device configured to generate thumbnail image data of first page of the job 
and allowing the terminal apparatus to obtain the thumbnail image data, wherein said 
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thumbnail image data is stored in an information source provided in the image 
processing apparatus. In a related art, McCarthy discloses transmitting an electronic 
mail including a URL representing the information source with a thumbnail image data 
generating device configured to generate thumbnail image data of first page of the job 
[= the email server 28 notifies the user's email's client 30 of the available email, col. 2, 
11.57-59, including the document capture system to solicit document metadata from a 
user, col.1, 11.32-33, and col.2, 11.63-64, wherein the document metadata includes a URL 
to the first page of the scanned document, col.2, 11.38-39] and allowing the terminal 
apparatus to obtain the thumbnail image data [= the user's mail client 30 wishes to view 
the available email, col.2, 11.17-67], wherein said thumbnail image data is stored in an 
information source provided in the image processing apparatus [see abstract and col.1, 
11.31-59]. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify Goddard in view of McCarthy by configuring to 
generate a thumbnail image data of a first page of a job because this feature is 
supported by the repository system for the captured document [McCarthy, col.1, 11.37- 
38]. It is for this reason that one of ordinary skill in the art at the time of the invention 
would have been motivated in order to remind the user about the particular document 
[McCarthy, col .4, 11.40]. 

9. In response to applicant's arguments that it's not clear the McCarthy's URL is 
sent to a user, the examiner respectfully disagrees. McCarthy discloses the email 
server 28 notifies the user's email's client 30 of the available email [col.2, 11.17-65] 
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including the document capture system to solicit document metadata from a user [col.1 , 
11.32-33 and col.2, 11.63-64]. The document metadata of McCarthy includes a URL to the 
first page of the scanned document [col.2, 11.38-39]. Therefore, McCarthy discloses 
claimed feature as show in the above. 

1 0. In response to applicant's arguments that McCarthy discloses a contrary 
structure an opeartion, the examiner respectfully disagrees. First, Applicant obviously 
attacks references individually without taking into consideration based on the teaching 
of combinations of references as show in the above, one cannot show nonobviousness 
by attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642F. 2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F. 2d 1091, 231 USPQ 375 (Fed. Cir. 1986). In this case, Goddard teaches an 
electronic mail [= email server 218] transmitting device configured to transmit an 
electronic mail [= email notification alert] including a printer alert notification [= 
notification recipient alert type such as load paper offline, tray missing, toner low, paper 
jam, etc. 216 of fig.2] representing the information source, without transmitting the 
generated thumbnail image data [= all alert notifications email including a display of alert 
type 216], to a mail address assigned to the user terminal apparatus when the job is 
completed or interrupted. However, Goddard does not explicitly show transmitting an 
electronic mail including a URL representing the information source with a thumbnail 
image data generating device configured to generate thumbnail image data of first page 
of the job and allowing the terminal apparatus to obtain the thumbnail image data. 
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wherein said tliunnbnail image data is stored in an information source provided in the 
image processing apparatus. In a related art, McCarthy discloses transmitting an 
electronic mail including a URL representing the information source with a thumbnail 
image data generating device configured to generate thumbnail image data of first page 
of the job [= the email server 28 notifies the user's email's client 30 of the available 
email, col.2, 11.57-59, including the document capture system to solicit document 
metadata from a user, col.1, 11.32-33, and col.2, 11.63-64, wherein the document 
metadata includes a URL to the first page of the scanned document, col.2, 11.38-39] and 
allowing the terminal apparatus to obtain the thumbnail image data [= the user's mail 
client 30 wishes to view the available email, col.2, 11.17-67], wherein said thumbnail 
image data is stored in an information source provided in the image processing 
apparatus [see abstract and col.1, 11.31-59]. Therefore, in the combination of Goddard- 
McCarthy discloses claimed feature as show in the above. 

11. In response to applicant's argument that McCarthy cant not cure deficiencies in 
Goddard, the test for obviousness is not whether the features of a secondary reference 
may be bodily incorporated into the structure of the primary reference; nor is it that the 
claimed invention must be expressly suggested in any one or all of the references. 
Rather, the test is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ871 (CCPA1981). 
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12. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or In the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it would have 
been obvious to one of ordinary skill in the art at the time of the invention was made to 
modify Goddard in view of McCarthy by configuring to generate a thumbnail image data 
of a first page of a job because this feature is supported by the repository system for the 
captured document [McCarthy, col.1 , 11.37-38]. It is for this reason that one of ordinary 
skill in the art at the time of the invention would have been motivated in order to remind 
the user about the particular document [McCarthy, col .4, 11.40]. 



Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Nghl V. Tran whose telephone number is (571) 272- 
4067. The examiner can normally be reached on Monday-Thursday and every other 
Friday (6:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on (571) 272-3964. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Nghi Iran 
Patent Examiner 
Art Unit 2151 

June 18, 2008 



/John Follansbee/ 

Supervisory Patent Examiner, Art Unit 2151 



